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A Bill
entitled

An Act to provide for the registration and protection of trade marks and for related purposes.

Commencement:
2019

MADE by the Maneaba Ni Maungatabu and assented to by the Beretitenti
PART 1 - PRELIMINARY MATTERS

1: Short title
This Act may be cited as the Trade Marks Act, 2019.

2. Commencement
This Act comes into operation on a date to be appointed by notice by the Minister.

3. Interpretation
In this Act, unless the context otherwise requires, the expressiaon -

“aircraft” has the same meaning as in section 2 of the Customs Act 2005;

‘business” includes a trade or profession;
“certification mark” has the meaning given by section 65;
“certified copy” and “certified extract” has the meaning assigned to it under section 11;

‘collective mark” has the meaning given by section 56;
“Comptroller of Customs " means the Director-General of Customs appointed under section 10
of the Customs Act 2005 and any person authorised by him in writing to act on his behalf;

“conveyance” includes any vehicle, vessel, train or aircraft in which persons or goods can be
carried;

“counterfeit trade mark” in relation to a registered trade mark, if the sign—
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(a) IS identical to the registered trade mark or cannot be distinguished
essential aspects from it; and
(b) Is applied to goods or services without the ;~_5-«:':=1:-;j._f or implied consent
(condit \onal or otherwise) ui‘ the proprietor of the registered trade mark;

“Court” means the High Court;
“covering” has the meaning assigned to it under section 87(5);

“dilution” in relation to a trade mark, means the lessening of the capacity of the trade
mark to identify and distinguish goods or services, regardless of whether there is any—

(@)  competition between the proprietor of the trade mark and any other party; or

(b)  likelihood of confusion on the part of the public;

“‘document” means anything in which information of any description is recorded;
“earlier trade mark” means—

(@)  aregistered trade mark, the application for registration of which was made
earlier than the trade mark in quéestion, taking account, if appropriate, of the
priorities claimed in respect of the trade marks; or

(b)  atrade mark which, at the date of application for registration of the trade mark in
question or, if appropriate, of the priority claimed in respect of the application,
was a well-known trade mark, and includes a trade mark in respect of which an
application for registration has been made and which, if registered, would be an
earlier trade mark under paragraph (a) subject to its being so registered;

“exclusive licence” has the meaning given by section 52(1);
“existing registered mark” has the meaning given by section 125;

“former Ordinance” means the Registration of United Kingdom Trade Marks Ordinance 1977
Cap 88 repealed by section 137,

“goods in transit” means goods imported, whether or not landed or transhipped within Kiribati,
which are to be carried to another country either by the same or another conveyance;

“infringement action” means an action for an infringement of the relevant registered
trade mark constituted by the importation of seized goods;

“infringement proceedings” means proceedings relating to the infringement of a registered
trademark;
“infringing goods”, in relation to a registered trade mark, if they or their packaging bear a
sign identical or similar to that mark and the—
(a)  application of the sign to the goods or their packaging was an infringement of
the registered trade mark; or
(b)  goods are proposed to be imported into Kiribati and the application of the sign in
Kiribati to them or their packaging would be an infringement of the registered
trade mark; or
(c)  sign has otherwise been used in relation to the goods in a way as to infringe the
registered mark.
“label” has the meaning given by section 87(5);

“master” has the same meaning as in section 2 of the Customs Act 2005;
“Minister” means the Minister responsible for the commerce, industry and cooperatives;
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objector”, in relation to particular seized goods, means the persol

section 96 as a result of the giving of which the goods were seized:

“prescribed” means prescribed by the Regulations;
“priority date” means the date of the earlier application that serves as the basis for the
right of priority;
“proprietor’ means—
(@) inrelation to a registered trade mark, the person in whose name the trade mark
is registered; or
(b) inrelation to an unregistered trade mark that is a well-known trade mark, the
person to whom the trade mark belongs;
“Register” means the Register referred to in section 9;

“Registrar of Trade Mark” means a Registrar appointed under section 7 of this Act and includes
other trade mark officers;
“Regulations” means Regulations made under section 124;

“retention period”, in relation to seized goods, means —
(@) the period specified in a notice given under section 99 in respect of the
goods; or

(b)  if that period has been extended under section 99, that period as so
extended;

“Secretary” means Secretary responsible for trade mark or person or any persons who has or
have been given the authority to perform the task of the Secretary.
“seized goods” means goods seized under section 98;

“series of trade marks” has the meaning assigned to it under section 36(2);

“sign” includes any letter, word, name, signature, numeral, device, brand, heading, label, ticket,
shape, colour, aspect of packaging or any combination thereof;

“trade” includes any business or profession;

“trade mark” has the meaning as in section 22;

“Trade Mark Inspector” means an Inspector or inspectors appointed under section 94 of this
Act;

“trade name” means the name or designation identifying and distinguishing an enterprise or its
goodwill;

“use of a trade mark” and “use of a trade mark in Kiribati” has the same meaning as in section
41(2);

“vehicle” has the same meaning as in section 2 of the Traffic Act 2017;

“‘well-known trade mark” means—
(a) any registered trade mark that is well known in Kiribati; or
(b)  any unregistered trade mark that is well known in Kiribati and that belongs to a
person who is—
(i) a national of a Kiribati; or
(if) domiciled in, or has a real and effective industrial or commercial
establishment and carries on business, or has any goodwill in Kiribati.
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PART lI- ADMINISTRATION
Division 1 - Establishment of office of the Registrar
5. Establishment
An office of the Registrar of Trade Mark is hereby established.
6. Seal of Registry

(1)  The Minister may by notice prescribe a seal of the office of the Registrar.

(2) The Registrar may use a seal as prescribed under subsection 1 to affix or cause
to be affixed a facsimile of his signature which is considered to be the signature
of the Registrar.

(3)  Aperson acting in the capacity of a judge and all Courts must take judicial notice
of -

(@)  asignature of any person who holds or has held the office of the Registrar,
or other designated trade mark officers and of the fact that the person holds
or has held that Office; and

(b)  the seal of the Registrar.

7. Office of the Registrar of Trade Marks

(1)  The Minister may appoint -

(@)  a Registrar of Trade Mark who is responsible to take control of the
Registry of Trade Mark;

(b)  other trade mark officers, subject to the recommendation of the Registrar,
from among existing public employees, as may be needed to assist the
Registrar. These trade mark officers shall, subject to the control of the
Registrar, have all the powers and functions of the Registrar under this Act,
except the power of delegation under section 8;

© Where new appointments are needed, they may be appointed in
accordance with section 99 of the Constitution.

8. Delegation by the Registrar

e ————————————————

(1)  The Registrar may delegate all or any of his powers or functions under this Act in
relation to a particular matter or class of matters, by writing under his hand to the
other trade mark officers as the case may require so that the delegated powers
and functions may be exercised by the delegate with respect to the matter or class

!
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Of matters specified in the instrument of de

Ation under this Act is revocable at will and 1 =legatiol

axercise of a power or function by the Registra

Division 2 - Functions, Powers and Duties of the Registrar

The register

(1)

(3)
(4)

The Registrar must maintain a register of trade mark and to enter in the register
under this Act —

(@)  aregqistered trade mark;

(b)  particulars as may be prescribed of registrable transactions affectinga .
registered trade mark; and

(c)  other matters relating to registered trade mark as may be
prescribed.

The register may be kept in whole or in part using a computer.

Any record of a particular or other matter made by using a computer for the
purpose of keeping the register is taken to be an entry in the register.

Rectification or correction of the register

(1)
(2)

(3)

A person who has a sufficient interest may apply for the rectification of an error
or omission in the register.

An application for rectification may not be made in respect of a matter affecting
the validity of the registration of a trade mark.

An application for rectification may be made either to the Registrar or to the
Court, except that —

(@)  if proceedings concerning the trade mark in question are pending in the
Court, the application must be made to the Court; and

(b)  if in any other case the application is made to the Registrar, he may at
any stage of the proceedings refer the application to the Court.

Subject to the direction of the Registrar or the Court, the effect of
rectification of the register is that the error or omission in question is
considered to have not been made.

The Registrar may enter any change in the name or address as recorded in the
register on request made by the proprietor in the prescribed manner of a
registered trade mark, or a licensee.

The Registrar may remove from the register matter appearing to him to have no
effect.
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Inspection of and extract from the register
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If the register, or any part of the register, is kept by using a computer, subsection
(1) applies if a person who wants to inspect the register or that part of the
register is given access to a computer terminal from which he can read on a

screen, or obtain a printed copy of the particulars or other matters recorded in
the register or that part of the register.

A person who applies for a certified copy of an entry in the register or a
certified extract from the register is entitled to obtain a copy or extract on
payment of the prescribed fee.

In relation to any portion of the register kept'except in documentary form, the
right to a copy or extract under subsection (3) is a right to a copy or
extract in a form in which it can be taken away.

In this section, “certified copy” and “certified extract” mean a copy and extract
certified by the Registrar.

Costs awarded by the Registrar

(1)

The Registrar may award costs in respect of the matters and in the amounts
provided for in regulations made under this Act, against any party to proceedings
brought before him.

The regulation may provide for the taxation of the costs, or any part of the costs,
by the Registrar.

A party who wants to obtain costs or to have the costs taxed must apply to the
Registrar under the regulations.

If a party is ordered to pay the costs of another party, the costs may be
recovered in a court of competent jurisdiction as a debt due by the first party to
the other party.

Security for costs

(1)

If @ person who neither resides nor carries on business in Kiribati —
(@)  gives notice of opposition under section 32; or

(b)  applies to the Registrar under section 41 or 42 for the registration of a
trade mark to be revoked or to be declared invalid, the Registrar may
require the person to give security for the costs of the proceedings and
may, if security is not given, dismiss the proceedings.
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17.

Evidence before the Registrar

(1)

The Registrar must, for the purposes of any proceedings before him under this

Act —

(a) summon witnesses,;

(b) receive evidence on oath, whether orally or otherwise; and
(€) require the production of documents or articles.

Disobedience to summons an offence

(1)

A person who has been summoned to appear as a witness before the Registrar
must not, without lawful excuse, fail to appear in obedience to the summons.

A person who has been required by the Registrar to produce a document or
article must not, without lawful excuse, fail to produce the document or article.

Any person who contravenes subsection (1) or (2) is guilty of an offence and
is liable on conviction to a fine up to $2,000 or to imprisonment
for a term up to 3 months or to both.

Refusal to give evidence an offence

(1)

A person who appears before the Registrar must not, without lawful excuse,
refuse to be sworn or to make an affirmation, or to produce documents or
articles, or to answer questions, which he is lawfully required to produce or
answer.

Any person who contravenes subsection (1) is guilty of an offence and is liable on

conviction to a fine of not more than $2,000 or to imprisonment for a term of not

more than 3 months or to both.

Exclusion of liability in respect of official act

(1)

(2)

The Office and the Registrar is not to be taken to warrant the validity of the
registration of a trade mark under this Act or under any treaty, convention,
arrangement or engagement to which Kiribati is a party

Neither the Office nor the Registrar is subject to any liability because of, or in
connection with, any examination required or authorised by this Act, or any
treaty, convention, arrangement or engagement, or any report or other
proceedings consequent on the examination.

A proceeding must not lie against an officer of the Office of the Registrar in
respect of any matter for which, under this section, the Office or the Registrar is
not liable.
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The regulations may prescribe for |
(a) the forms to be used for any purpose relating to the registration of a trade
mark or any other proceedings before the Registrar under this Act; and

(b)  the practice directions issued by the Registrar.
Fees
(1)  The regulations may prescribe for -

(@) afee inrespect of applications and registrations and other matters to be
_ collected under this Act; and

(b) remission of fees.
(2) All fees collected under this Act must be paid into the Consolidated Fund.

-

Publication of trade mark application

A regulation may prescribe for the publication of any application for the registration of a
trade mark, including a representation of the mark and other information relating to
trade mark as the Registrar thinks fit.

Division 4 - Trade mark agents

Recognition of agents

Subject to the regulations, any act required or authorised by this Act to be done by or to
a person in relation to the registration of a trade mark, or any procedure relating to a
registered trade mark, may be done by or to an agent authorised by that person orally
or in writing.

PART lll —REGISTRATION OF TRADE MARKS
Division 1 - Trade mark definition

Trade mark

A trade mark is any sign, or any combination of signs, capable of distinguishing goods
or services of one undertaking from those of other undertakings; such signs may
consist of words, including personal names, letters, numerals, figurative elements and
combinations of colors.

|
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References in this Act to a trade mark include, unless the context otherwise re

references to a collective mark in section 56 or certification mark in section 6:

Registered Trade mark and Passing Off Actions

(1)

(2)

A registered trade mark is a property right obtained by registration of a trade
mark under this Act and the proprietor of a registered trade mark has the
rights and remedies provided by this Act.

Nothing in this Act contained shall be deemed to affect rights of action against
any person for passing off goods as those of another person or the remedies in
respect thereof.

Division 2 - Application for registration of a trade mark -

Application

(1)

(2)

A person may apply to the Registrar for registration of trade mark in a manner
prescribed.

An application under subsection (1) must -

(@) contain a request for the registration of trade mark;
(b) state the name and address of the applicant;

(c)  contain a clear representation of the trade mark;
(d)

d lists the goods or services in relation to which the applicant seeks to

register the trade mark; and
(e) state-

(i) that the trade mark is being used in the course of trade by the
applicant or with his consent in relation to those goods or
services; or

(i) thatthe applicant has a bona fide intention that the trade mark
should be so used.

An application under subsection (1) must be accompanied by such fees as may
be prescribed.

The date of an application under subsection (1) must be the earliest date on
which - '

(@)  all the requirements under subsection (2) have been satisfied; and
(b)  all the fees payable under subsection (3) -

(i) have been paid; or

(if) are treated by the Registrar as paid.
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Division of application
(1) Except as otherwise provided under this section and the regulations made
subsection (3), an application for registration of a trade mark under se
may, at the request of the applicant, be divided into two or more separate

applications.
(2)  Arequest under subsection (1) must be made -
(a) to the Registrar -
(i) in the prescribed manner; and
(ii) before the trade mark is registered; and
(b)  accompanied by a prescribed fee.
(3)  Aregulation may provide for this section and -

(@) the circumstances in which an application for registration of a trade
mark may be divided;

(b)  the conditions to be satisfied before a request under subsection (1) may
be granted by the Registrar; and

(c) the effect of dividing an applications for registration of a trade mark
into 2 or more separate applications for registration of the trade mark.

Classification of goods and services

(1) Goods and services must be classified for the registration of trade mark
according to a prescribed system of classification.

(2)  Any question arising as to the class within which any goods or services fall
IS to be determined by the Registrar.

Division 3 - Grounds for refusal of registration

Absolute grounds for refusal of registration

(1)  The Registrar must refuse to register a -
(@)  sign which does not satisfy the definition of a trade mark in section 22;
(b)  trade mark which is devoid of any distinctive character;

(c)  trade mark which consists exclusively of signs or indications which may
serve in trade, to designate the kind, quality, quantity, intended purpose,
value, geographical origin, the time of production of goods or of rendering
of services, or other characteristic of goods or services; and

(d)  trade mark which consists exclusively of signs or indications

1
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which have become customary in the current language
good faith and established practices of the trade

The E'_-Z—'u[ strar must not refuse !\_(_]Ibll ation under subsection (1)(b) ) I,
before the date of appIILann for |eg|Jtr3Uur| it has in fact acq muJ a distinctive
character as a result of the use made of it.

A sign must not be registered as a trade mark if it consists exclusively of -
(@)  the shape which results from the nature of the goods themselves;

(b)  the shape of goods which is necessary to obtain a technical result;
or

(c)  the shape which gives substantial value to the goods.
A trade mark must not be registered if it is -
(@)  contrary to public policy or morality; or

(b)  of a nature as to deceive the public, for instance as to the
nature, quality or geographical origin of the goods or services.

Atrade mark must not be registered if, or to the extent that, its use is
prohibited in Kiribati by any written or rule of law.

A trade mark must not be registered if, or to the extent that, the application is
made in bad faith.

Despite subsection (2), a trade mark must not be registered if it contains
or consists of a geographical indication and the trade mark is used or
intended to be used in relation to goods or services not originating from
the place indicated in the geographical indication.

Subsection (7) applies -
(@)  whether or not the trade mark has, or is accompanied by -

(i) an indication of the true geographical origin of the goods or
services; or

N

(i)  an expression such as “kind”, “type”,
the like; and

(b) irrespective of the language in which the geographical indication is
expressed in the trade mark.

style”, “limitation” or

The Registrar must not refuse registration under subsection (7) if the

application for its registration had been made in good faith, or if it had been used
continuously in good faith in the course of trade by the applicant for its
registration or its predecessor in title, either -

(a) before the commencement of this Act: or

(b)  before the geographical indication in question is protected in its country of
origin.
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(b) fallen into disuse,
in its country of origin.
(11) Aregulation must be made to provide that a sign specified in it must
not -
(@)  beregistered as a trade mark, or
(b)  be registered only if the conditions as prescribed are met.

(12) Atrade mark must not be registered if or so far as that the registration
contravenes the regulations made under subsection (11).

- »

28. Relative grounds for refusal of registration
(1)  The Registrar must not register a trade mark if -

(@) itis identical to an earlier trade mark and the goods or services for which
the trade mark is sought to be registered are identical to the goods or
services for which the earlier trade mark is protected.

(b)  there exists a likelihood of confusion on the part of the public because the
trade mark is -

(i) identical to an earlier trade mark and is to be registered for goods
or services similar to those for which the earlier trade mark is
protected; or

(if) similar to an earlier trade mark and is to be registered for goods or
services identical to, or similar to those for which the earlier trade
mark is protected.

(2)  If an application for registration of a trade mark is made and the trade mark is -
(@)  identical to, or similar to an earlier trade mark: and

(b)  to be registered for goods or services which are not similar to those for
which the earlier trade mark is registered,

the later trade mark must not be registered if -
(€) the earlier trade mark is well known in Kiribati and -

(i) the use of the trade mark in relation to the goods or services for
which the trade mark is sought to be registered would indicate a
connection between those goods or services and the proprietor of
the earlier trade mark; and

(ii) the interests of the proprietor of the earlier are likely to be
damaged by its use; or
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A trade mark must not be refused registration under subsection (2) if the

application for the registration of tf
mark became well-known in Kiribati, unless it is shown that the applicatior
made in bad faith.

In deciding whether any application was made in bad faith, it must be
relevant to consider whether the applicant had, at the time the application was
made, knowledge of, or reason to know of, the earlier trade mark.

A trade mark must not be registered if, or when, its use in Kiribati is liable to be
prevented by under -

(@)  anyrule of law, in particular the law of passing off, protecting an
unregistered trade mark or other sign used in the course of trade;

(b)  an earlier right other than those referred to in subsection (1)(a)(b)
(2) or paragraph (a), in particular the law of passing off, or any law -
protecting an unregistered trade mark or other sign used in the course of
trade.

A person is entitled under subsection (5) to prevent the registration of a trade
mark referred to in this Act as the proprietor of an earlier right in relation to the
trade mark.

The Registrar may, in his discretion, register a trade mark -

(i) if the proprietor of the earlier trade mark or other earlier right consents to
the registration; or

(ii) if any trade mark referred to in subsection (2) or (5) in which the
proprietor of the earlier trade mark or other earlier right fails to give notice
to the Registrar of opposition to the registration under section
34,

A trade mark which is an earlier trade mark under subsections (1) and (2) of the
definition of “earlier trade mark” and whose registration expires, must continue to
be taken into account in determining the registrability of a later mark for a period
of one year after the expiry, unless the Registrar is satisfied that there was no
bona fide use of the mark during the two years immediately preceding the
expiration.

If separate applications are made, by different persons to be registered as
proprietors respectively, of trade marks that are identical or nearly resemble
each other in respect of the same, similar or related goods or services or
description of goods or services, the Registrar may refuse to register any of
them until their rights have been determined by the Court.

Raising of relative grounds in case of honest concurrent use

(1)

If it appears to the Registrar that there is an earlier trade mark on an application
for the registration -
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(a)  trade mark in relation to which the conditions set out in sectio

(1) or (2) apni
L) or(Z) apj

1Y, Of

(b)  right in relation to which the conditions set out in section 28(5) is satisfied

but the applicant shows to the satisfaction of the Registrar that there has been
honest concurrent use in the course of trade in Kiribati of the trade mark for
which registration is sought, the Registrar must not refuse the application by
reason of the earlier trade mark or other earlier right unless objection on that

ground is raised in opposition proceedings by the proprietor of that earlier trade
mark or other earlier right.

This section does not affect the -
(@)  the refusal of registration on the grounds mentioned in section 27; or

(b)  making of an application for declaration of invalidity under section
42. .

Division 4 — Claim to priority

Claim to priority from other relevant overseas application

(1)

The Minister may, on the advice of Cabinet, may by order, confer on a person
who has filed an application for the registration of a trade mark in a country or
territory with which the Government has entered into a treaty, convention or
arrangement, or engagement for the reciprocal protection of a trade mark, for
the purpose of registering the same trade mark under this Act for some or all of
the same goods or services, for a specified period from the date of filing of that
application.

Division 5 - Registration Procedure

Examination of application

(1)

(2)

The Registrar must examine whether an application for registration of trade
mark satisfies the requirements of this Act, including any requirements imposed
by rules made under this Act.

Under subsection (1), the Registrar must carry out a search, if he considers
necessary, of earlier trade marks.

If it appears to the Registrar that the requirements for registration are not met or
that additional information or evidence is required to meet those requirements,
the Registrar must inform the applicant and give him an opportunity within 2
weeks to make representations and to amend the application or to furnish

the additional or any other information or evidence.

If the applicant responds within the period referred to in subsection (3) but fails
to satisfy the Reqgistrar that those requirements are met, or to amend the
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application or furnish the additional information or evidence so as to meet then
the Regqistrar shall refuse to accept the application
If the applicant fails to respond within the period referred to in subsectio

application shall be treated as withdrawn.

If it appears to the Registrar that the requirements for registration are met, the
Registrar must accept the application.

If the application is treated as withdrawn under subsection (5), the Registrar

may reinstate the application in 2 manner and conditions as may be
prescribed.

Publication and opposition proceedings

(1)
(2)

(3)

(4)

If an application for registration has been accepted, the Registrar must -
cause the application to be published in the prescribed manner.

A person may, within 14 days from the date of the publication of the
application, give natice to the Registrar of opposition to the registration.

The notice must be given in writing in the prescribed manner, and must include a
statement of the grounds of opposition and other matter as may be
prescribed.

A regulation shall prescribe and provide for opposition proceedings and for
matters relating to it.

Withdrawal, restriction or amendment of application

(1)
(2)

(3)

An applicant may at any time withdraw his application or restrict the goods or
services covered by the application.

If an application has been published, the withdrawal or restriction must also be
published.

Subject to subsection (1), an application may be amended at the request of the
applicant, by correcting -

(@)  the name or address of the applicant;
(b)  errors of wording or copying; or
(c)  obvious mistakes,

if the correction does not substantially affect the identity of the mark or
extend the goods or services covered by the application.

The regulations shall prescribe for the publication of any amendment which
affects the representation of the trade mark, or the goods or services covered by
the application, and for the making of objections by any person claiming to be
affected by it.
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Registration of trade mark
(1) If an application has been accepted and -
(@)  no notice of opposition of is given within the period referred to in section
32; oF

(b)  all opposition proceedings are withdrawn or decided in favour of the
applicant,

the Registrar must register the trade mark.

(2)  Atrade mark, when registered must be registered as of the date of the
application for registration, and that date is considered for this Act, to be the date
of registration.
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(3)  On the registration of a trade mark, the Registrar must issue to the applicant a
certificate of registration.

Revocation of acceptance

(1)  Despite section 32 if, before a trade mark is registered, the Registrar is satisfied
that -

(@) the application for registration of the trade mark was accepted because of
an error or omission in the course of the examination; or

(b)  that, in the special circumstances of the case, the trade mark must not
be registered,

the Registrar may revoke the acceptance of the application.

(2)  Ifthe Registrar revokes the acceptance of an application -
(@)  the application must be taken to have never been accepted; and
(b)  division 5 must apply in relation to the application.

Division 6 - Series of trade marks

Registration of a series of trade marks

(1) A person may make a single application under division 2 for the registration of a
series of trade marks for the same goods or services, or of similar goods or
services which fall within a single class under the system of classification
referred to in section 26.

(2) In this Act, “series of trade marks” means a number of trade
marks which resemble each other as to their material particulars and which differ
only as to matters of a non-distinctive character not substantially affecting the
identity of the trade mark.






