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Rules governing use of certification mark

(1)

(2)

(4)

An application for registration of a certification mark must within the prescribed
period file with the certification mark Registrar the rules governing the use of the
mark.

The rules under subsection (1) must specify—
(@)  who is authorised to use the mark;
(b)  the characteristics to be certified by the mark;

(c) how the certifying body is to test those characteristics and to supervise
the use of the mark; and “

(d) thefees, if any, to be paid in connection with the use of the mark and the
procedures for resolving disputes, and other requirements to comply with
as prescribed by Regulations.

A certification mark must not be registered unless—
(@)  the rules governing the use of the mark—
(i) comply with subsection (2); and

(ii) are not contrary to public policy or to accepted principles of
morality; and

(b)  the applicant is competent to certify the goods or services for which the
mark is to be registered.

An application for registration of a certification mark considers to be
withdrawn if an applicant fails to comply with subsection (1).

Registrar’s discretion regarding Rules

(1)
rules.

(2)

(3)

(4)

If it appears to the Registrar that the requirements under section 67(3) are not
satisfied, he must inform the applicant and give him an opportunity, within a
period as the Registrar may specify, to make representations or to file amended

If the applicant responds within the specified period but fails to satisfy the
Registrar that the requirements under section 67(3) are satisfied, or to file rules
that have been amended so as to satisfy those requirements, the Registrar may
refuse the application.

If the applicant fails to respond within the specified period, the application
considers as withdrawn.

If it appears to the Registrar that the requirements under section 67(3), and any
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for registration, are satisfied, he mu
and to proceed as required under section 32
(5) The Registrar must publish a notice that the rules governing the use
certification mark are open to public inspection under section 57.
and notice of opposition may be given and observations may be made relating
to matters mentioned in section 67(3), in addition to any other ground on which

the application may be opposed or observations made.

Rules to be open to inspection

The rules governing the use of a registered certification mark must be open to public
inspection in the same manner as the Register.

-+ -

Amendment of rules

(1) An amendment of the rules governing the use of a registered certification mark
has no effect unless and until the amended rules are filed with the Registrar and
accepted by him,

(2)  Before accepting any amended rules, the Registrar may in any case where it
appears to him necessary to do so, cause them to be published and if he does
S0, notice of opposition may be given, and observations may be made, relating
to the matters mentioned in section 73(3)

Consent to assignment of registered certification mark

The assignment or other transmission of a registered certification mark has no effect
without the written consent of the Registrar.

Rights of authorised users regarding infringement of a certification mark

(1)  Section 77 and section 96 apply in relation to an authorised user of a
registered certification mark as in relation to a licensee of a trade mark.

(2)  Ininfringement proceedings brought by the proprietor of a registered certification
mark, any loss suffered or likely to be suffered by authorised users must be
taken into account by the Court which may give directions as it thinks fit as
to the extent to which the claimant is to hold the proceeds of any pecuniary

remedy on behalf of authorised users.

Grounds for revocation of registration

(1) In addition to the grounds of revocation provided for in section 41, the
registration of a certification mark may be revoked on the ground that—

e ———————————————e =
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proprietor has caused it to become likely to mislead the public ir

the manner referred to in section 66(4);

the proprietor has failed to observe, or to secure the observance of the
rules governing the use of the certification mark;

an amendment of the rules has been made so that the rules—

(i) does not comply with section 67(2) and any other conditions
prescribed by Regulations; or

(ii) are contrary to public policy or to accepted principles of morality; or

the proprietor is not'competent to certify the goods or services for
which the certification-mark is registered. “

Grounds for invalidity of registration

In addition to the grounds of invalidity provided for in section 42 the registration of a
certification mark may be declared invalid on the ground that the mark was registered
in breach of the sections 66(3), 66(4) or 67(3).

Appeal

PART VIl- APPEAL FROM THE REGISTRAR

(1)  Aperson who is dissatisfied with the decision of the Registrar -

(a)
(b)

(c)
(d)

(e)
(f)

may appeal to the High Court within 3 months from the date of the refusal or

to register a trade mark;

not to allow to alter a registered trade mark as described in
section 39;

to decline an application for revocation under section 41;

to decline for an application of a declaration of invalidity under section
42,

to refuse to rectify or correct registration under section 10; or
to do any other act under this Act,

decision or within further time as the High Court may extend.
(2)  Upon payment of the prescribed fee, the High Court may hear the appeal

and to give its decision within a reasonable time from the date of the hearing of

whether to -
(a)
(b)

set aside:
confirm:
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(C) substitute: or

(d) make other order or orders as the High Court may think fit

PART VIIl - ENFORCEMENT

Division 1 - Rights and Civil remedies of Proprietor of registered trade mark

Rights of the proprietor

(1)

(5)

The proprietor of a registered trade mark has the exclusive
rights —
(@)  to use the trade mark; and

(b) to authorise other persons to use the trade mark, in relation to the goods
or services for which the trade mark is registered.

The proprietor has the right to obtain relief under this Act for infringement of his
trade mark.

The acts amounting to infringement of a registered trade mark are set out in
section 77, and references in this Act to the infringement of a registered trade
mark is to be construed accordingly.

The rights under subsections (1) and (2) must accrue to the proprietor as from
the date of registration of the trade mark, except that —

(@)  noinfringement proceedings'may begun before the date on which the
trade mark is in fact registered; and

(b)  no offence under section 84, 87, 88 or 89 is committed by anything done
before the date on which the trade mark is in fact registered.

If the trade mark is registered subject to any disclaimer or limitation, the rights of
the proprietor are restricted by the disclaimer or limitation.

Acts amounting to infringement of registered trade mark

(1)

A person infringes a registered trade mark if, without the consent of the
proprietor of the trade mark, he uses in the course of trade a sign which is
identical with the trade mark in relation to goods or services which are identical
with those for which it is registered.

A person infringes a registered trade mark if, without the consent of the
proprietor of the trade mark, he uses in the course of trade a sign where—

(@)  the sign is identical with the trade mark and is used in relation to goods or
services similar to those for which the trade mark is registered; or

(b)  the sign is similar to the trade mark and is used in relation to goods or
services identical with or similar to those for which the trade mark is
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registereaq,
and there exists a likelihood of confusion on the part of the public
(3) A person infringes a registered trade mark well-known in Kiribati if —

(@)  without the consent of the proprietor of the trade mark, he uses in the
course of trade a sign which is identical with or similar to the trade mark in
relation to goods or services which are not similar to those for which the
trade mark is registered;

(b)  the use of the trade mark in relation to those goods or services would
indicate a connection between those goods or services and the
proprietor;

(c)  there exists a likelihood of confusion on the part of the public because of
its use; and

(d)  theinterests of the propriétor are likely to be damaged by its use.

(4)  For this section and sections 78, 79 and 81, a person uses a
sign if, in particular, he —

(@)  applies it to goods or the packaging thereof;

(b)  offers or exposes goods for sale, puts them on the market or stocks them
for those purposes under the sign, or offers or supplies services under the
sign;

(c) imports or exports goods under the sign;

(d)  uses the sign on an invoice, wine list, catalogue, business letter, business
paper, price list or other commercial document, including any document
in any medium; or

(e)  uses the sign in advertising.
(5) Despite subsection (4), a person who —

(@)  applies a sign to any material used or intended to be used for labelling or
packaging goods; or

(b)  uses a sign on any document under subsection (4) (d) or in advertising,
is taken not to use the sign if, at the time of the application or use,
he does not know and does not have reason to believe that the proprietor
or a licensee of the registered trade mark does not consent to the
application or use of the sign.

Acts not amounting to infringement
(1)  Despite section 77, a person does not infringe a registered trade mark when —
(@) heuses—
(i) his name or the name of his place of business; or
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predecessor’s place of business;

(b) he uses a sign to indicate —
i Kind, quality, quantity, intended purpose, value, geographica
(i) the kin alit antity, intended purpo alue, geograj \

origin or other charactenshc of goods or services; or
(i) the time of production of goods or of the rendering of services; or

()  he uses the trade mark to indicate the intended purpose of goods, in
particular as accessories or spare parts, or services, and its use is in
accordance with honest practices in industrial or commercial matters.

Despite section 77, a person does not infringe a registered trade mark by using
an unregistered trade mark that is identical with or similar to the registered trade
mark in relation to goods or services identical with or similar to those for which
the trade mark is registered if he, or he and his predecessor in title, have
continuously used in the course of trade the unregistered trade mark in relation
to those goaods or services from a time before —

(@) the date of registration of the registered trade mark; or

(b)  the date the proprietor of the registered trade mark, or a predecessor in
title, or a person who was a registered user of the trade mark under the
repealed Ordinance, first used the trade mark,

whichever is the earlier.

Despite section 77, a registered trade mark is not infringed by the use of another
registered trade mark in relation to goods or services for which the latter is
registered.

Despite section 77, a person who uses a registered trade mark does not infringe
the trade mark if its use —

(@)  constitutes fair use in comparative commercial advertising or promotion:;
(b)  isfor a non-commercial purpose; or
(c) isfor the purpose of news reporting or news commentary.

Exhaustion of rights conferred by registered trade mark

(1)

Despite section 77, a registered trade mark is not infringed by the use of the
trade mark in relation to goods which have been put on the market, whether in
Kiribati or outside Kiribati, under that trade mark by the proprietor of the
registered trade mark or with his express or implied consent, conditional or
otherwise.

Subsection (1) does not apply if —

(@)  the condition of the goods has been changed or impaired after they have
been put on the market; and
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Registration subject to disclaimer or limitation

(1)

(3)

An application for registration of a trade mark, or the proprietor of a registered
trade mark, may —

(@)  disclaim any right to the exclusive use of any specified element of the
trade mark; or

(b)  agree that the rights conferred by the registration must be subject to a
specified territorial or other limitation.

If the registration of a trade mark is_subject to a disclaimer or limitation, the
rights conferred by section 76 are restricted accordingly.

The regulations may prescribe for the publication and entry in the register of a
disclaimer or limitation.

Infringement proceedings

(1)

(2)

An infringement of a registered trade mark is actionable by the proprietor of the
trade mark.

Subject to this Act, in an action for an infringement, the types of relief that the
Court may grant include the following --

(@)  aninjunction subject to terms, if any, as the Court thinks fit;
(b)
(c)  anaccount of profits;
(d)

damages;

in any case to which subsection (5) applies, statutory damages under
subsection (5)(c).

when the court awards any damages under subsection (2)(b), the court may
also make an order under subsection (2)(c) for an account of any profits
attributable to the infringement that have not been taken into account in
computing the damages.

Subject to subsection (3), the types of relief referred to in
paragraphs (b), (c) and (d) of subsection (2) are mutually exclusive.

In any action for infringement of a registered trade mark if the infringement
involves the use of a counterfeit trade mark in relation to goods or services, the
plaintiff is entitled, at his election, to —

(a)  damages and an account of any profits attributable to the infringement
that have not been taken into account in computing the damages;

5
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statutory damages —

() not more than $100,000 for each type of goods or services ir

relation to which the counterfeit trade mark has been used: and

(ii) not more than in the total of $1 million, unless the plaintiff
proves that his actual loss from such infringement is over $1
million.

(6)  In awarding statutory damages under subsection (5)(c), the Court must have
regard to —

(@)  the flagrancy of the infringement of the registered trade mark;

(b)  any loss that the plaintiff has suffered or is likely to suffer because of the
infringement; - y

(c)  any benefit shown to have accrued to the defendant because of the
infringement;

(d) the need to deter other similar instances of infringement; and
(e) other matters the Court considers fit in the circumstances.

Order for erasure of offending sign

(1)  Subject to subsection (3), if a person is found to have infringed a registered
trade mark, the Court may make an order requiring him —

(@)  to cause the offending sign to be erased, removed or obliterated from any
infringing goods, material or articles in his possession, custody or control;
or

(b)  ifitis not reasonably practicable for the offending sign to be erased,
removed or obliterated, to secure the destruction of the infringing goods,
material or articles in question.

(2)  If an order under subsection (1) is not complied with, or it appears to the Court
likely that an order would not be complied with, the Court may order that
the infringing goods, material or articles be delivered up to a person as the
Court may direct for erasure, removal or obliteration of the sign, or for
destruction, as the case requires.

(3)  If a person who is found to have infringed a registered trade mark has in
his possession, custody or control any counterfeit goods, the Court may order
that the counterfeit goods be delivered up to a person as the Court may
direct for destruction if —

(@)  the plaintiff applies to the Court for an order; and

(b)  the Court is of the view that there are no exceptional circumstances which
justify the refusal of an order.
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Order for delivery up of infringing goods, material or articles

(1)

I'he Court may order any infringing goods in addition to any relief granted undes
sections 81 and 82 in any action for an infringement of a registered trade

mark material or articles in the possession of the defendant or before the Court
to be delivered up to the plaintiff.,

The order must not be made under this section unless the Court also makes, or
it appears to the Court that there are grounds for making, an order under section
84,

A person to whom any infringing goods, material or articles are delivered up in
pursuance of an order under this section must, if an order under section 84 is
not made, retain them pending the making of an order, or the decision not to
make an order, under that section. .

Order as to disposal of infringing goods, material or articles

(1)

If infringing goods, material or articles have been delivered up in
pursuance of an order under section 83, an application may be made to the
Court —

(@)  for an order that they be destroyed or forfeited to that person as the
Court may think fit; or

(b)  for a decision that an order should be made.
In considering what order, if any, should be made, the Court must have regard
to —

(@)  whether other remedies available in an action for infringement of the
registered trade mark is adequate to compensate the plaintiff and
protect his interest; and

(b)  the need to ensure that there are no goods infringed, material or articles
are disposed of in @ manner that would adversely affect the plaintiff.

Despite subsection (2), if the infringing goods are counterfeit goods, the
Court may order that the goods be destroyed if —

(@)  the plaintiff applies to the Court for an order; and

(b)  the Court is of the opinion that there are no exceptional circumstances
which justify the refusal of an order,

The Court may issue directions as to the service of notice on persons having an
interest in the goods, material or articles.

Any person having an interest in the goods, material or articles may —

(@)  appear in proceedings for an order under this section, whether or not
that person is served with notice; and
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(b)  appeal against any order made, whether or not that pe
the proceedings
An order made under this section does not take effect until the end of the perio
within which notice of an appeal may be given or, if before the end of that period

notice of appeal is duly given, until the final determination or abandonment of
the proceedings on the appeal.

Subject to subsection (3). if there is more than one person interested in the
goods, material or articles, the Court may direct that the goods, material or
articles be sold, or otherwise dealt with, and the proceeds divided, and to make
any other order as it thinks just.

If the Court decides that an order is not be made under this section, the person
in whose possession, custody or control the goods, material or articles were
before being delivered up, is entitled to their return.

-

Remedy for groundless threats of infringement proceedings

(1)

If a person threatens another with proceedings for infringement of a
registered trade mark except —

(@) the application of the mark to goods or to material used or intended to be
used for labelling or packaging goods;

(b) the importation of goods to which, or to the packaging of which, the mark
has been applied; or

(€)  the supply of services under the mark, any disatisfied person may bring
proceedings for relief under this section.

The relief that may be applied for is any of the following:

(@)  adeclaration that the threats are unjustifiable;

(b)  aninjunction against the continuance of the threats;

(c)  damages in respect of any loss he has sustained by the threats.

The plaintiff is entitled to the relief referred to in subsection (2) unless the
defendant shows that the acts in respect of which proceedings were threatened
constitute or if done would constitute an infringement of the registered trade
mark concerned.

If the defendant showed that the acts in respect of which proceedings were
threatened constitute or if done would constitute an infringement of the
registered trade mark concerned, the plaintiff is however, entitled to relief if

he shows that the registration of the trade mark is invalid or liable to be revoked
in a relevant respect.

The mere notification that a trade mark is registered, or that an application for
registration has been made, does not constitute a threat of proceedings under
this section.
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Division 2 - Criminal offences

Counterfeiting a trade mark

(1)

(3)

A person who wilfully counterfeits a registered trade mark commits an offence
and is liable on conviction to a fine up to $100,000 or to imprisonment for a
term up to 10 years or to both.

A person who —

(@)  makes a sign identical to or so neatly resembling a registered trade mark
as to be calculated to deceive; or

(b)  falsifies a genuine registered trade mark, whether by alteration, addition,
effacement, partial removal or otherwise,

without the consent of the proprietor of the registered trade mark is treated as
counterfeiting a registered trade mark.

In a prosecution under this section, the burden of proving the consent of the
proprietor lies on the accused.

Falsely applying a registered trade mark to goods or services

(1)

A person who falsely applies a registered trade mark to goods or services
must, unless he proves that he acted innocently, commits an offence and is
liable on conviction to a fine not more than $100,000 or to imprisonment for a
term not more than 10 years or to both.

In this section and sections 89, 93 and enforcement measures, a person falsely
applies a registered trade mark to goods or services if —

(a)  without the consent of the proprietor of the registered trade mark, the
person applies the trade mark or a sign likely to be mistaken for that trade
mark to the goods or services; and

(b)  inthe case of an application to goods, the goods are not the genuine
goods of the proprietor or licensee of the registered trade mark.

In subsection (2). a trade mark is considered to be applied to goods or services
if it is used in —

(@)  any sign or advertisement; or

(b)  any invoice, wine list, catalogue, business letter, business paper, price list

or other commercial document, including any such document in any
medium, and the goods are delivered, or services provided to a person in

-
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pursuance of a request or order made under the trade mark usec |
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In subsection (2) —
(@)  asignis treated as to be applied to goods if —
(i) it is applied to the goods themselves; or

(if) it is applied to any covering, label, reel or thing in or with which the
goods are sold, offered or exposed for sale or had in possession
for a purpose of trade or manufacture; and

(b)  asignis taken to be applied to goods or services if it is used in a
manner that is likely to lead persons to believe that it refers to, describes ;
or designates the goods or services. ‘

(5)  In subsection (4) —

“covering” includes any stopper, glass, bottle, vessel, box, capsule, case, frame”
or wrapper;

“label” includes any band or ticket.

(6)  In a prosecution under this section or section 91, the burden of proving the
consent of the proprietor lies on the accused.

|
88. Making or possessing of article for committing offence
(1)  Aperson who — '

(@)  makes an article specifically designed or adapted for making copies of a
registered trade mark or a sign likely to be mistaken for that trade mark; ‘
or

(b)  has an article in his possession, custody or control,

knowing or having reason to believe that it has been, or is to be, used for, or in
the course of, committing an offence against section 86 or 87, commits an
offence and is liable on conviction to a fine not more than $100,000 or to
imprisonment for a term not more than 6 years or to both.

89. Importing or selling goods with falsely applied trade mark
(1) A person who —
(@)  imports into Kiribati for the purpose of trade or manufacture;
(b)  sells or offers or exposes for sale; or
(c)  hasin his possession for the purpose of trade or manufacture, i

any goods to which a registered trade mark is falsely applied must, unless he ‘
proves that — i

(1) having taken all reasonable precautions against committing an
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gave all the information in his power with respect to the persons
from whom he obtained the goods; or

(i) he had acted innocently,

commits an offence and is liable on conviction to a fine not more than
$10,000 for each goods or thing to which the trade mark is falsely applied
but not more than in the total sum of $100,000 or to imprisonment for a
term not more than 6 years or to both.

Falsification of register.
(1) A person who — i
(@)  makes, or causes to be made, a false entry in the register;

(b)  makes, or causes to be made, any thing false purporting to be a copy of
an entry in the register; or

(c)  produces or tenders or causes to be produced or tendered in evidence
any thing referred to in paragraph (b),

knowing or having reason to believe that the entry or thing is false is guilty of an
offence and is be liable on conviction to a fine not more than $50,000 or to
imprisonment for a term not more than 10 years or to both.

Falsely representing trade mark as registered
(I)  Aperson who —
(@)  falsely represents that a mark is a registered trade mark; or

(b)  makes a false representation as to the goods or services for which a
trade mark is registered,

knowing or having reason to believe that the representation is false is guility of
an offence and liable liable on conviction to a fine up to $10,000 or
imprisonment up to 6 years, or both.

(2) [n this section, the use in the course of trade in Kiribati in relation to a trade mark
of —

(@)  the word “registered”; or

(b)  any other word or symbol importing a reference, express or implied to
registration, is taken to be a representation as to registration under this

Act unless it is shown that the reference is to registration elsewhere than

in Kiribati and that the trade mark is in fact so registered for the goods

or services in question,
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Representation on trade marks of Arms or Flags prohibited

A person who causes or permits to appear on a trade mark used by him for
the purposes of his trade any representation of the Arms or the Flag of Kiribati,
or of any arms or devices likely to be mistaken for them, is guilty of an offence.

Any person who —

(@)  imports into Kiribati for the purpose of trade or manufacture;
(b)  sells or offers or exposes for sale; or

() has in his possession for the purpose of trade or manufacture,

any goods or things to which a trade mark bearing any representation
prohibited by subsection (1) is applied is guilty of an offence.

Any person guilty of an offence under subsection (1) or (2) is liable on conviction
to a fine not more than $50,000 or to imprisonment for a term not more than 6
years or to both, and must forfeit to the Government any goods or things to
which the trade mark bearing the prohibited representation is applied.

Forfeiture and destruction of goods on conviction

Subject to subsection (2), if any person has been convicted of an offence
under any provision of this Part, the.court may, if it considers appropriate,
order the person to forfeit to the Government all or any —

(@)  goods in relation to which; or

(b) articles by means of which,

the offence was committed.

If any person has been convicted of an offence under

section 87 or section 88 in relation to a registered trade mark, the court must,
unless it is of the view that there are exceptional circumstances for deciding
otherwise, order to be forfeited to the Government and destroyed any goods
which satisfy all of the following conditions -

(@)  the goods are goods in relation to which —
(i) the offence was committed; and
(i) the trade mark has been falsely applied;

(b)  the goods or their packaging bear the trade mark or sign giving rise to the
false application of the trade mark.

Any —
(a)  forfeiture of goods or articles under subsection (1); or
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offence committed.

PART IX - ENFORCEMENT MEASURES

Division 1 - Appointment of Trade Mark Inspectors

Instrument of Appointment

(1)  The Minister may appoint one or more persons suitably qualified to act as
Trade Marks Inspectors for the purposes of this Act, who shall be public servants.

(2) The Secretary must provide each person appointed as Trade Marks
Inspectors with the following -
(@) certificate of appointment; and
(b) identification card;
as conclusive proof of appointment before he carries out his duties and functions
conferred upon him under this Act.

(3)  An Inspector must produce either a certificate of appointment or an identification
card whenever he executes his duties and functions under this Act.

(4)  An Inspector must report about the exercise of his powers and functions to the
Secretary.

(5) A person who forges or counterfeits a certificate of appointment or impersonates
an inspector commits an offence and shall be liable on conviction to imprisonment of 2
years or a fine of $1000.

Division 2 - Powers of Arrest
Power of arrest

(1)  An Inspector may arrest without warrant any person who, in any street or public
place —

(@)  sells or offers or exposes for sale; or

(b)  has, oris reasonably suspected of having, in his possession for the
purpose of trade or manufacture, any goods to which a registered
trade mark is falsely applied.

(2)  An Inspector may, without a warrant issued under subsection (3) —

(@)  stop, search and board, whether forcibly or otherwise, any conveyance in
which he reasonably suspects there are goods to which a registered
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trade mark has been falsely applied; and
(D) seize, remove or detain any such goods and al
him —
(1) to be or to contain; or
(ii) to be likely to be or to contain,
evidence of any offence under section 86, 87, 88, 89 or 92.

If information is given upon oath to a court that there is reasonable cause for
suspecting that there is in any premises or conveyance —

(@)  any goods which are the subject of an offence under section 86, 87, 88,
89 or 92;

(b)  any material or article which has been used in the commission of an
offence under section 86, 87,788, 89 or 92; or

(c)  any document which is evidence that an offence under section 86, 87, 88,
89 or 92; has been committed,

the court may issue, either unconditionally or subject to conditions as the
court thinks fit, a warrant authorising an Inspector to enter and search the
premises or conveyance for any goods, material, article or document referred
to in the warrant, whether specifically or in any general category, and to seize
any goods, material, article or document found at the premises or conveyance.

If any goods, material, article or document has been seized under subsection (3)
and — —

(@) in proceedings brought under section 86, 87, 88, 89 or 92, no order is
made —

(i) as to the disposal of the goods, material, article or document; or
(ii) in the case of any goods or article referred to in section 93(1) or
(2); or
(b)  no proceedings are instituted within 6 months of the seizure,
the goods, material, article or document is returned to the person in whose
possession it was when it was seized or, if it is not reasonably practicable

to return it to that person, is to be disposed of under the law regulating the
disposal of lost or unclaimed property in the hands of police authorities.

An action or other legal proceeding must not be brought against the Government
or an Inspector or any officer or employee for anything which is in good

faith done or omitted to be done in the exercise of any power, duty or function
under this section.

Division 3 — Boarder Authorities




Restriction of importation of infringing goods
(k) A person who Is the proprietor or a licensee of a registered trade
the Comptroller of Customs a written notice —

(@)  stating that he is —
(1) the proprietor of the registered trade mark; or
(ii) a licensee having the power to give a notice;

(b)  stating that goods which, in relation to the registered trade mark, are
infringing goods are expected to be imported;

(c)  providing sufficient information —
(i) to identify the goods;

(i) to enable the Comptroller of Customs to find out when and where
the goods are expected to be imported; and

(i)  to satisfy the Comptroller of Customs that the goods are infringing
- goods; and

(d)  stating that he objects to its importation.

A notice given under subsection (1) must be supported by documents and
information and accompanied by a fee as may be prescribed by regulation.

A notice under subsection (1) must remain in force until the end of the period of
one year commencing on the day on which the notice was given, unless it is
revoked, before the end of that period, by notice in writing given to the
Comptroller of Customs —

(a)  if the person giving the first-mentioned notice is a licensee of the
registered trade mark and he has power to revoke the notice by the
licensee;

(b)  in any other case, by the person who is the proprietor of the
registered trade mark.

If —

(@)  anotice has been given under this section in respect of a registered trade
mark;

(b)  the notice has not lapsed or been revoked: and

(c)  aperson imports goods, not being goods in transit, which bear a sign
that, or whose packaging bears a sign that, in the opinion of a
Comptroller of Customs, is identical with or similar to the registered trade
mark in question, he may seize the goods.

The regulations may prescribe and provide for —
(@)  the forms of notices under this section;
(b)  the times at which, and the manner in which, notices are to be given; and
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(ne giving of Information and evidence (o the Compr

Security for liability or expense of seizure

(1)

A Comptroller of Customs may refuse to seize goods under section 98 unless —
(@)  the objector has deposited with him a sum of money that, in the opinion of
the Comptroller of Customs, is sufficient
to —

(i) reimburse the Government for any liability or expense it is likely to
Incur as a result of the seizure of the goods; and

(i)  pay compensation as may be ordered by the Court under
section 103(2) or 104(6); or

(b)  the objector has given security, to the satisfaction of the Comptroller of
Customs, for the reimbursement of the Government for any liability
or expense and the payment of compensation.

Secure storage of seized goods

(1)

Seized goods must be taken to a secure place as the Comptroller of
Customs directs.

Notice of seizure

(1)

As soon as is practicable after goods are seized under section 96, the
Comptroller of Customs shall give to the importer and the objector, either
personally or by post, a written notice identifying the goods and stating that they
have been seized.

A notice under subsection (1) is to state that the goods must be released to the
importer unless —

(@)  aninfringement action in respect of the goods is instituted by the objector
within a specified period from the day specified in the notice; and

(b)  the objector gives written notice to the Comptroller of Customs within that
period stating that the infringement action has been started.

The period to specify in subsection (2)(a) 10 working days after the objector has
been served with the notice of seizure.

The day specified in subsection (2)(a) must not be earlier than the day on which
the notice is given.

The objector may, by written notice given to the Comptroller of Customs before
the end of the period specified in a notice in subsection (2)(a)
the initial period, request that the period be extended.
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Subject to subsection (7), if —
(a) a request is made under subsection (5); and
(D) the Comptroller of Customs is satisfied that it is reasonable that the
request be granted, he may extend the initial period by a further 10
working days.
(7) A decision on a request made in accordance with subsection (5) must be made

within 2 working days after the request is made, but a decision cannot be
made after the end of the initial period to which the request relates.

Inspection

(1)  The Comptroller of Customs may permit the objector or the importer to inspect
the seized goods. A

(2)  Subject to the giving of such written undertakings as the Comptroller of
Customs may reasonably require, the Comptroller may permit the objector
and the importer to remove samples of the seized goods from the custody of
the Comptroller for inspection.

(3) The undertakings required by the Comptroller under subsection (1) may
include undertakings that the person giving the undertaking will —

(@)  return the sample to the Comptroller at a specified time that is
satisfactory to him; and

(b)  take reasonable care to prevent damage to the sample.

(4) If the Comptroller permits checking of the seized goods, or the removal of
sample, by the objector under this section, he is not liable to any loss or
damage suffered by the importer resulting from —

(@)  damage to any of the seized goods incurred during that checking; or
(b)  anything done by the objector or any other person to, or in relation to, a

sample removed from the custody of the Comptroller or any use made by the

objector of a sample.

Forfeiture of seized goods by consent

(1)  Subject to subsection (2), the importer may, by written notice to the Comptroller,

consent to the seized goods being forfeited to the Government.

(2)  The notice must be given before any infringement action in relation to the seized

goods is started.

(3)  If the importer gives a notice, the seized goods are forfeited to the Government
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102. Compulsory release of seized goods to importer

(1)

(2)

(4)
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(b)  if no manner of disposal is so prescribed, as the Controller directs

The Comptroller may release seized goods, not being goods forfeited to the
Government under section 101 to the importer on the expiration of the retention
period for the goods if the objector has not, before the expiration of that

period —
(@)  started an infringement action in relation to the goods; and

(b)  given written notice to the Comptroller of Customs stating that the action
has been started.

If —

(a) an infringement action has been started in relation to the seized goods;
and

(b)  atthe end of a period of 3 weeks commencing on the day on which the
action was started, there is not in force an order of the Court in which
the action was started preventing the release of the goods, the
Comptroller of Customs must release the goods to the importer.

If the objector gives written notice te the Comptroller of Customs stating that he
consents to the release of the seized goods, the Comptroller of Customs must
release the goods to the importer.

This section has effect subject to section 105.

103. Compensation for failure to take action

(1)

If goods have been seized under a notice given under section 96 and

the objector concerned fails to take infringement action within the retention
period for the goods, a person dissatisfied by a seizure may apply to the Court
for an order of compensation against the objector.

If the Court is satisfied that the applicant had suffered loss or damage as a
result of the seizure of the goods, the Court may order the objector to pay
compensation in an amount as the Court thinks fit to the applicant.

104. Actions for infringement of registered trade mark

(1)

The Court in which an infringement action is pending may, on the application of
a person having a sufficient interest in the subject-matter of the action, allow the
person to be joined as a defendant to the action.
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A Comptroller of Customs is entitled to be heard on the hearing

infringement action
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may —

(@) atanytime, order that the seized goods be released to the importer
subject to conditions, if any, as the Court thinks fit;

(b)  order that the seized goods not be released to the importer before the
end of a specified period; or

(c)  order that the seized goods be forfeited to the Government.

A Court may not make an order under subsection (3)(a) if it is satisfied that the
Government or any statutory authority is required or permitted under any other
law to retain control of the seized goods.

The Corﬁptroller of Customs is to comply with an order made under subsection
(3).

If —

(@)  the action is dismissed or discontinued, or if the Court decides that the

relevant registered trade mark was not infringed by the importation of the
seized goods; and

(b) a defendant to the infringement action satisfies the Court that he has
suffered loss or damage as a result of the seizure of the goods,

the Court may order the objector to.pay compensation in an amount as the
Court thinks fit to that defendant.

Retention of control of seized goods
Despite section 102, in a case in which an order has not been made under

section 104(3) in relation to seized goods, the Comptroller of Customs is not obliged to
release or dispose of the goods if the Government is required or permitted,
under any other law, to retain control of the goods.

If the Court orders that seized goods are to be forfeited to the Government, the goods

must be disposed of —

(1) in the manner prescribed; or

if no manner of disposal is prescribed, as the Comptroller directs, having regard to
the considerations referred to in section 103(4).

(2)

107.

Insufficient security
(1)

If the reasonable expenses incurred by the Comptroller of Customs in relation to
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